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Responsive to communication(s) filed on 30 December 1999 . 
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Application Papers 
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DETAILED ACTION 

1 . This Office Action is responding to the Amendment received on 09/06/05. 

2. Claims 1-20 are pending. 

Response to Arguments 

3. Applicant's arguments, see Amendment, filed 09/06/2005, with respect to "... an 
IP data packet comprising an IP packet header and an IP packet payload and 
replacing said IP packet header with a replacement IP packet header comprising 
an IP address of a selected one of at least one provisioning server of said 
wireless network" have been fully considered and are persuasive. 

Claim Rejections - 35 USC § 102 

4. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), 
by another filed in the United States before the invention by the applicant for patent or (2) a 
patent granted on an application for patent by another filed in the United States before the 
invention by the applicant for patent, except that an international application filed under the treaty 
defined in section 351 (a) shall have the effects for purposes of this subsection of an application 
filed in the United States only if the international application designated the United States and 
was published under Article 21(2) of such treaty in the English language. 
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5. Claims 1-5, 7-13, 15-18, and 20 are rejected under 35 U.S.C. 102(e) as being 
anticipated by Forslow, US/6608832B2. 

6. As per Claims 1, 9, and 17: 

Forslow discloses "Common Access Between A mobile communications 
network and an external network with selectable packet-switched and circuit- 
switched and circuit-switched services" invention, which includes a wireless, 
network (Fig 2), comprising a plurality of base stations (Fig 1 and Fig 2), each of 
said base stations communicate with a plurality of mobile stations, a security 
device (Common Access Server 118, Col 15 lines 10-20) capable of preventing 
an unauthorized workstation from accessing an Internet protocol (IP) Data 
network through a network (Col 15 lines 15-20), said security device comprising: 
a first controller (relay agent 120) capable of receiving from said un-provisioned 
mobile station an IP data packet payload (Col 19 lines 55-67) and replacing said 
IP packet header with a replacement IP packet header comprising an IP address 
of a selected one of at least one provisioning server of said wireless network (Col 
19 line 65 to Col 20 line 20). 

7. As per Claims 2 and 11: 

Forslow discloses the security device set forth in claims 1 and 9 where 
said first controller is disposed in at least one of said plurality of base stations 
(Fig 2). 
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8. As per Claims 3 and 10: 

Forslow discloses the security.de vice set forth in Claim 1 and 9 wherein 
said first controller is disposed in a mobile switching center of said wireless 
network (Fig 2). 

9. As per claims 4, and 12: 

Forslow teaches the security device set forth in claim 1 comprising a 
second controller (GGSN, Col 18 line 64 to Col 19 line 13) capable of 
determining that said un-provisioned mobile station is un-provisioned (Col 18 line 
64 to Col 19 line 13, and Col 20 lines 20-30). 

1 0. As per claims 5, 13, and 1 8: 

Forslow discloses the security device set forth in Claim 1 , wherein said 
second controller determines that said un-provisioned mobile station is 
un-provisioned if said un-provisioned mobile station is unable to authenticate to 
said wireless network (Col 18 line 64 to Col 19 line 13, and Col 20 lines 20-30). 

11. As per claims 7, 15, and 20: 

Forslow discloses the security device set forth in claims 1 ,9, and 17 
wherein the second controller determines that said unprovisioned mobile station 
is un-provisioned according to data receive from a home location register 
associated with said wireless network (Col 18 line 64 to Col 19 line 13, and Col 
20 lines 20-30). 
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12. As per claims 8 and 16: 

Forslow discloses the security device set forth in Claim 1 wherein said first 
controller comprises a data processor capable of executing an encryption 
program stored in a memory associated with said data processor (Col 20 lines 
30-45). 

Claim Rejections - 35 USC § 103 

13. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed 
or described as set forth in section 102 of this title, if the differences between the 
subject matter sought to be patented and the prior art are such that the subject 
matter as a whole would have been obvious at the time the invention was made 
to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was 
made. 

14. Claims 6, 14, and 19 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Forslow et al and in view of Henry (US 5,603,084). 

15. As per Claims 6, 14, and 19: 

Forslow teaches the security device set forth in Claim 1, 9 and 17 and also the 
second controller and further suggests of different method of internet remote access, 
such as G SMICDMA I TDM A network and more listed in Col 10 lines 40-50. However, 
Forslow does not teach the step of determining that an un-provisioned mobile station 
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that is unauthorized according to a predetermined telephone number Nevertheless, 
Henry discloses a cellular system connected to PSTN through a mobile switching center 
(MSC) (Col 5 lines 3-21). The cellular system along with the MSC provides 
determination of a mobile access rights by using the Mobile Identification Number (MIN) 
equivalent to a 10 digits telephone number (Col 5 lines 33-49). Therefore, It would have 
been obvious to one of ordinary skill in the art at the time the invention was made to 
incorporate the teaching of Henry into the second controller on the security device of 
Forslow to determine the mobile station is authorized/unauthorized based on the 
telephone number. The incorporation could add another layer of authentication to the 
wireless network to minimize unauthorized mobile device accessing the network (Col 4 
lines 29-59 and Col 5 lines 45-64). 
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Double Patenting 

16. The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. See In re Goodman, 1 1 
F.3d 1046, 29 USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 
645 (Fed. Cir. 1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In 
re Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 1970); and, In re Thorington, 418 F.2d 
528, 163 USPQ 644 (CCPA 1969). 

1 7. A timely filed terminal disclaimer in compliance with 37 CFR 1 .321 (c) may be 
used to overcome an actual or provisional rejection based on a nonstatutory double 
patenting ground provided the conflicting application or patent is shown to be commonly 
owned with this application. See 37 CFR 1.130(b). 

Effective January 1 , 1994, a registered attorney or agent of record may sign a terminal 
disclaimer. A terminal disclaimer signed by the assignee must fully comply with 37 CFR 
3.73(b). 
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18. Claims 1-20 rejected on the ground of nonstatutory obviousness-type double 
patenting as being unpatentable over claims 1-20 of U.S. Patent No. 6775285. 
Although the conflicting claims are not identical, they are not patentably distinct from 
each other because: 

1 9. "A later patent claim is not patentably distinct from an earlier patent claim if the 
later claim is obvious over, or anticipated by, the earlier claim. In re Lonqi . 759 F.2d at 
896, 225 USPQ at 651 (affirming a holding of obviousness-type double patenting 
because the claims at issue were obvious over claims in four prior art patents); In re 
Berg . 140 F.3d at 1437, 46 USPQ2d at 1233 (Fed. Cir. 1998) (affirming a holding of 
obviousness-type double patenting where a patent application claim to a genus is 
anticipated by a patent claim to a species within that genus). " ELI LILLY AND 
COMPANY v BARR LABORATORIES, INC., United States Court of Appeals for the 
Federal Circuit, ON PETITION FOR REHEARING EN BANC (DECIDED: May 30, 
2001). 

The following list of claims in application 09/475602, hereinafter "602, are obvious over 
the claims in the patent US/6775285, hereinafter "285: 
09/475602 US/6775285 



1,2,3 



4 



2 



5, 6, 13, 14, 19 



5, 13 



8 



6 



7, 15, 20 



8, 19 
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9,10-11 9 

12 10 

16 14 

17 17 

18 20 



In detail: 

20. Regarding claims 1 as exemplary in '602 and claims 1 in '285, recite 



Claim 1 in '602 


Claim 1 in '285 


For use in a wireless network comprising a 
plurality of base stations, each of said 
base stations capable of communicating 
with a plurality of mobile stations, a 
security device capable of preventing an 
un-provisioned one of said plurality of 
mobile stations from accessing an Internet 
protocol (IP) data network through said 
wireless network, said security device 
comprising: 


For use in association with a wireless 
network comprising a plurality of base 
stations capable of communicating with a 
plurality of mobile stations, an inter- 
working function unit capable of 
transferring data between said wireless 
network and an Internet protocol (IP) data 
network coupled to said wireless network, 
said inter-working function unit comprising: 




A protocol conversion controller capable of 
receiving from said wireless network at 
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first plurality of data packets, wherein said 
first plurality of data packets are generated 
by a first one of said plurality of mobile 
stations and are formatted according to a 
first protocol associated with said wireless 
network, and converting said first plurality 

of rlofo r\aolf£ito to o o 1 1 1 ro I i t\/ of IP H Q to 
OT Qclla paCKclo IQ a plurality Ul lr Udld 

packets formatted according to an Internet 
protocol associated with said IP data 
network; and 


A first controller capable of receiving from 
said unprovisioned mobile station an IP 
data packet comprising an IP packet 
header and an IP packet payload and 
replacing said IP packet header with a 
replacement IP packet header comprising 
an IP address of a selected one of at least 
one provisioning server of said wireless 
neiworK. 


A first security controller for preventing 
unprovisioned mobile station from 
accessing said IP data network through 
said wireless network, wherein said first 
security controller is capable of receiving 
at least one of said plurality of IP data 
packets and replacing an original IP 
packet header of said at least one IP data 

napkpt with a rpnlanpmpnt IP napkpt 

}JdVsr\Cl Willi Cl 1 C7|Jiai^d 1 ICI 1 1 II pa V^rxCJ L 

header comprising an IP address of a 
selected one of at least one provisioning 
server coupled to said IP data network and 
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controlled by an operator of said wireless 




network. 



Claim 1 in '602 has similar limitation to claim 1 in '285, except the limitation "A protocol 
conversion controller capable of receiving from said wireless network at first plurality of 
data packets, wherein said first plurality of data packets are generated by a first one of 
said plurality of mobile stations and are formatted according to a first protocol 
associated with said wireless network, and converting said first plurality of data packets 
to a plurality of IP data packets formatted according to an Internet protocol associated 
with said IP data network" would be obvious". Nevertheless, this limitation is obvious 
over claim 1 in '602 because claim 1 in '602 recites a method of accessing the Internet 
over a wireless network, which would require converting the communication protocol in 
the wireless environment to compatibly communicate with the IP communication 
protocol. Therefore, claim 1 in '602 is obvious over claim 1 in '285. 

"The exemplary Claim 1 in '602 is generic to the species of invention covered by claim 1 
of the patent '285. "A later patent claim is not patentably distinct from an earlier patent 
claim if the claim is obvious over the earlier or later claim. In re Longi , 759 F.2d at 896, 
225 USPQ at 651 (affirming a holding of obviousness-type double patenting because 
the claims at issue were obvious over claims in four prior art patents); In re Berg , 140 
F.3d aM437, 46 USPQ2d at 1233 (Fed. Cir. 1998) (affirming a holding of obviousness- 
type double patenting where a patent application claim to a genus is anticipated by a 
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patent claim to a species within that genus). " ELI LILLY AND COMPANY v BARR 
LABORATORIES, INC., United States Court of Appeals for the Federal Circuit, ON 
PETITION FOR REHEARING EN BANC (DECIDED: May 30, 2001). 

21 . Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Linh LD Son whose telephone number is 571-272-3856. 
The examiner can normally be reached on 9-6 (M-F). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Kim Vu can be reached on 571-272-3859. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 

Linh LD Son 
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Art Unit 2135 
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